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APPELLANTS' OPENING BRIEF 



Customer Window, MS Appeal Brief - Patents 

U.S. Patent and Trademark Office 

2011 South Clark Place 

Crystal Plaza Two, Lobby, Room 1B03 

Arlington, Virginia 22202 

Dear Sir: 



I. REAL PARTY IN INTEREST 

The real party in interest for this appeal is: 

Minolta Co., Ltd. 
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II. RELATED APPEALS AND INTERFERENCES 

There are no related appeals or interferences within the meaning of 37 CFR 1.192(c)(2) 
known to appellants or appellants' undersigned counsel. 



III. STATUS OF CLAIMS 

Claims 1-5 and 21-23 (reproduced in the attached Appendix) are pending and under 
consideration in this application. Claims 1-5, 22 and 23 were finally rejected under 35 USC 103(a) 
as being unpatentable over Machida, U.S. Patent 5,875,379, in view of Kasuya, U.S. Patent 



VA-53299 

01/06/2004 JADD01 00000100 031952 09924494 
01 FC:1402 330.00 DA 



Application No.: 09/924,494 2 Docket No.: 325772026400 

5,571,653. Claim 21 was finally rejected under 35 USC 103(a) as being unpatentable over Machida 
in view of Kasuya and further in view of Shimojo, U.S. Patent 5,436,701. 

A. Current Status of Claims 

1 . Claims withdrawn from consideration but not cancelled: 6-20 

2. Claims pending: 1 -5 and 2 1 -23 

3. Claims allowed: none 

4. Claims rejected: 1-5 and 21-23 

B. Claims On Appeal 

The claims on appeal are claims 1-5 and 21-23. 

IV. STATUS OF AMENDMENTS 

No amendments have been submitted subsequent to the final rejection. 

V. SUMMARY OF INVENTION 

The present invention relates to an image forming apparatus, such as copiers, printers, 
and the like (paragraph [0002]). More specifically, the invention is directed to prohibiting 
deterioration of the developer carrying member 11, regulating member 14, supply roller 13 and 
charger member 2 due to contact with the developer (paragraph [0002] and Fig. 2). 

Image forming apparatuses have conventionally employed various types of developing 
devices for developing the electrostatic latent image formed on an image bearing member (see 
element 1 in Fig. 1 for an example of an image bearing member). One such device is a two- 
component development system which employs a developer which has a carrier and a toner. 
Another such device is known as a one-component system which uses a developer that has a toner 
but no carrier (paragraph [0004]). The one-component system is illustrated in Fig. 1, the operation 
of which is described in paragraph [0006]. In this system, it is known to take countermeasures 
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against toner cracks by forming an elastic layer on the surface of the developer carrying member 1 1 
or forming the portion of the regulating member 14 which makes contact with the developer 
carrying member 1 1 from an elastic material (paragraph [0009]). However, if the toner known in 
the art is used, the organic aromatic solvent and vinyl monomer remaining in the toner will 
gradually penetrate into the elastic layer on the surface of the developer carrying member 1 1 or into 
the regulating member 14. This will cause progressive deterioration of the characteristics of these 
elements (paragraph [001 1]). The claimed invention is directed to overcoming this problem. 

As seen in Fig. 2, a charger member 20 electrifies the surface of the image bearing 
member 1. Subsequently, an electrostatic latent image forming device 3 irradiates the surface of the 
image bearing member 1 with light corresponding to image information thereby forming the 
electrostatic latent image on the surface of the image bearing member 1 (paragraph [0032]). A 
developing device 10 supplies toner t to the area where the electrostatic latent image is formed on 
the surface of the image bearing member 1 . A transfer device 4 transfers the toner image from the 
image bearing member 1 to a receiving medium such as paper (paragraph [0033] and Fig. 2). 

A developer carrying member 1 1 supplies the toner t from the developing device 10 to 
the latent image formed on the image bearing member 1 (paragraph [0034]). While the developer 
carrying member is rotated, a feeding member 12 feeds the toner t to a supply roller 13, which 
rotates in contacting relation with the developer carrying member 1 1, so that the toner t is supplied 
to the developer carrying member 1 1 via the supply roller 13 (paragraph [0034]). The toner t 
supplied to the surface of the developer carrying member 1 1 is carried on the developer carrying 
member 1 1 while a regulating member 14 is pressed against the surface of the developer carrying 
member 1 1 to regulate the amount of toner t carried on the surface of the developer carrying 
member 1 1 and to triboelectrify the toner t (paragraph [0035]). 

The toner t of claim 1 contains an organic aromatic solvent and a vinyl monomer in 
combined concentrations of not more than 500 ppm (claim 1 and paragraph [0036]). With the toner 
of claim 1, the surface layer 22 of the charger member 20 suffers less penetration of the organic 
aromatic solvent and vinyl monomer contained in the toner. This prevents a change in 
characteristics, such as rubber hardness and electrical resistance, of the surface layer 22, and thus 
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the surface of the image bearing member 1 is uniformly charged in a stable manner. This ensures 
that high quality images are provided over an extended period of time (paragraph [0051]). 

Also according to claim 1, the developer carrying member 1 1 has a rubber hardness of 
20 to 70 degrees, an elongation of 400 to 1200 % and a volume electrical resistance of lxl 0 4 to 
lxlO 9 Q cm at its surface (see also paragraph [0057]). These features prevent the toner from 
cracking when the regulating member 14 makes contact with the developer carrying member 1 1 and 
further allows the developer carrying member to be suitably electrified (paragraph [0057]). 

VL ISSUES PRESENT FOR REVIEW 

Whether the Examiner erred in rejecting claims 1-5, 22 and 23 under 35 USC 103(a) as 
being unpatentable over Machida in view of Kasuya, and whether the Examiner erred in rejecting 
claim 21 under 35 USC 103(a) as being unpatentable over Machida in view of Kasuya, as applied to 
claim 1 and further in view of Shimojo. 

IV. GROUPING OF CLAIMS 

Claims 1-5 and 21-23 stand or fall together. 

V. ARGUMENTS 

A. The rejection of claims 1-5, 22 and 23 under 35 USC 103(a) as being unpatentable 
over Machida in view of Kasuya should be reversed . 

Claims 1-5, 22 and 23 have been rejected under 35 USC 103(a) as being unpatentable 
over Machida in view of Kasuya. 

Claim 1 recites a toner "containing an organic aromatic solvent and a vinyl monomer in 
combined concentrations of not more than 500 ppm " 

In the Office Action dated November 20, 2003 (Paper No. 8), the Examiner cited 
Machida as teaching everything except the claimed type of toner. The Examiner asserted that 
Kasuya teaches a toner used in a developing device containing an organic aromatic solvent and a 
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vinyl monomer in combined concentrations of not more than 1 ,000 ppm, where it is preferable that 
the combined concentrations be made not more than 700 ppm, and more preferably not more than 
300 ppm. The Examiner stated that "[I]t would have been obvious to one of ordinary skill in the art 
at the time of the invention to use the claimed type of toner in the developing device since such a 
toner is well known in the art for use with a developing device, as disclosed in Kasuya" (pg. 3). 

In the response filed on March 20, 2003 (Paper No. 9), Appellants asserted that, when an 
obviousness determination relies on the combination of two or more references, there must be some 
suggestion or motivation to combine the references. Further, the suggestion to combine may be 
found in explicit or implicit teachings within the references themselves, from the ordinary 
knowledge of those skilled in the art, or from the nature of the problem to be solved. When 
determining the patentability of a claimed invention which combines two known elements, the 
question is whether there is something in the prior art as a whole to suggest the desirability, and thus 
the obviousness, of making the combination, (citing WMS Gaming, Inc. v. International Game 
Technology, 184F.3d 1339, 1355 (Fed. Cir. 1999)). 

Appellants respectfully submit that there is no suggestion to modify Machida in light of 
the teachings of Kasuya. The toner disclosed in Kasuya was developed specially for use with heat 
as a means to fix the image to the transfer medium (col. 1, lines 13-21). Thus, the toner is 
developed to withstand this heat so that the toner does not adhere to the heat roll (col. 1, lines 31- 
38). The problems sought to be solved in Machida are much different. Machida seeks to avoid 
cracking of the toner when the controlling member is pressed against the surface of the developer 
carrying member (col. 2, lines 1-12). Therefore, since the problems sought to be solved in Kasuya 
do not even closely relate to the problems sought to be solved in Machida, there would have been no 
motivation to use the toner type disclosed in Kasuya in the device of Machida. Furthermore, since 
Kasuya teaches using heat to fix the image, and Machida teaches using a controlling member to 
press against the surface of the developer carrying member to adhere the toner, these references 
actually teach away from each other. The desired qualities of the toner used are necessarily 
different because of the difference in the process used to apply the toner to the developer carrying 
member. 
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In response to Appellants' arguments, the Examiner argued in the final Office Action 
dated June 6, 2003 (Paper No. 10) that the motivation to combine the references is that Kasuya 
discloses a toner that is made so that it is capable of developing electrostatic images, where the 
developing device in Machida is implemented to develop an electrostatic latent image by the use of 
a toner, hence it would have obvious to one of ordinary skill in the art at the time of the invention to 
use the toner composition of Kasuya in the developing device of Machida for the development of 
electrostatic latent images since the toner composition is well known in the art to be capable of 
developing electrostatic latent images. 

The Examiner's reasons to combine the teachings of these reference appears to be this, 
Kasuya discloses a toner, and since Machida needs to use a toner, it would have been obvious to use 
the toner of Kasuya in the device of Machida. The Examiner is neglecting to consider that Machida 
already discloses a developer but does not disclose the exact type of developer/toner claimed nor the 
type of developer/toner disclosed in Kasuya. One would have to have been motivated not only to 
use a toner (any toner) to make the device work, but one would have needed to have been motivated 
to switch from the toner already disclosed in Machida to the specific toner disclosed in Kasuya. 
According to the Examiner's logic, there would have been motivation to combine any reference 
which teaches any type of toner with the device of Machida. The fact is, there is no disclosure in 
Kasuya which would have motivated one of ordinary skill in the art to substitute the toner of Kasuya 
with the toner already disclosed by Machida. Merely because one reference teaches a type of toner 
and the other reference needs to use a type of toner is insufficient motivation to support this 
rejection. 

Furthermore, Kasuya discloses that the toner contains the organic solvent and the 
monomer in an amount of not more than 1,000 ppm. The effect thereof is to obtain a toner that can 
be free from deterioration even when the toner contains a low-melting wax encapsulated in its 
particles and is left standing in an environment of high temperature (col. 4, lines 3-8). On the other 
hand, in the present invention, since the toner containing the organic solvent and monomer in the 
combined concentrations of not more than 500 ppm is used, the surface layer 1 lb of the developer 
carrying member 1 1 suffers less penetration of the organic solvent and monomer contained in the 



va-53299 



Application No.: 09/924,494 



7 



Docket No.: 325772026400 



toner. Thus a the change in the characteristics, such as rubber hardness and elongation, of the 
surface layer 1 lb is prevented. This ensures that favorable images are provided over an extended 
period of time (page 21, paragraph [0058]). 

Kasuya does not even mention about the effects of the organic solvent and monomer 
contained in the toner on the developer carrying member. 

In comparative Examples 2-1 and 2-2 of the present invention, the toner contains the 
organic solvent and the monomer respectively in an amount of 616 ppm and 530 ppm, satisfying the 
range of not more that 1,000 ppm limited by Kasuya. However, the effect of the present invention 
is not attained by said values of comparative Examples 2-1 and 2-2. 

Thus, there would have been no motivation to combine the cited references and thus the 
rejected claims 1-5, 22 and 23 should be allowable. 

B. The rejection of claim 21 under 35 USC 103(a) as being unpatentable over Machida 
in view of Kasuya and further in view of Shimojo should be reversed . 

Claim 21 depends from claim 1 . As stated above, there would not have been any 
motivation to combine Machida and Kasuya to reach the claimed invention. The combination of 
Shimojo is moot in light of the fact that one of ordinary skill in the art would not have been 
motivation to combine Machida and Kasuya. Thus, claim 21 should be allowable. 

VII. CONCLUSION 

For the foregoing reasons, Appellants respectfully requests that the rejection of claims 1- 
5, 22 and 23 under 35 USC 103(a) be reversed. Appellants also respectfully request that the 
rejection of claim 21 under 35 USC 103(a) be reversed. 

In the event that the transmittal letter is separated from this document and the Patent and 
Trademark Office determines that an extension and/or other relief is required, Appellants petitions 
for any required relief including extensions of time and authorize the Commissioner to charge the 
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cost of such petitions and/or other fees due in connection with the filing of this document to Deposit 
Account No. 03-1952 referencing docket no. 325772026400 . 



Dated: January 5, 2004 



Respectfully submitted, 



Deborah S. Gladstein 

Registration No.: 43,636 
MORRISON & FOERSTER LLP 
1650 Tysons Blvd, Suite 300 
McLean, Virginia 22102 

(703) 760-7753 
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APPENDIX OF APPEALED CLAIMS 

1 . A developing device comprising: 

a developer carrying member having a rubber hardness of 20 to 70 degrees, an 
elongation of 400 to 1200 % and a volume electrical resistance of lxl 0 4 to 1x1 0 9 Qcm at its 
surface; 

a storage portion for storing a toner to be supplied to the developer carrying member, 
the toner containing an organic aromatic solvent and a vinyl monomer in combined concentrations 
of not more than 500 ppm; and 

a regulating member disposed in contacting relation with the surface of the developer 
carrying member for regulating the amount of toner carried on the developer carrying member. 

2. The developing device as claimed in Claim 1, wherein the developer carrying 
member comprises a metallic roller and a surface layer laid over an outer periphery of the roller. 

3. The developing device as claimed in Claim 2, wherein the surface layer has a rubber 
hardness of 30 to 65 degrees, an elongation of 450 to 1000 % and a volume electrical resistance of 
5xl0 4 to lxl0 8 Q-cm. 

4. The developing device as claimed in Claim 1, wherein the toner contains the organic 
aromatic solvent and the vinyl monomer in combined concentrations of not more than 300 ppm. 

5. The developing device as claimed in Claim 1, wherein the toner contains the organic 
aromatic solvent and the vinyl monomer in combined concentrations of not more than 200 ppm. 

21 . The developing device as claimed in claim 1, wherein the toner contains binder resin, 
and vacuum drying is performed for preparing the binder resin. 
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22. The developing device as claimed in claim 1, wherein the toner has a volume average 
particle size of 5 to 14 /xm, in which the toner particles 3 fim or less in size are present in 
concentrations of not more than 20% in terms of percentage of particle count. 

23. A developing device comprising: 

a developer carrying member having a rubber hardness of 20 to 70 degrees, an elongation of 
400 to 1200 % and a volume electrical resistance of lxlO 4 to lxlO 9 U cm at its surface; and 

a storage portion for storing a toner to be supplied to the developer carrying member, the 
toner containing an organic aromatic solvent and a vinyl monomer in combined concentrations of 
not more than 500 ppm. 
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